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DETAILED ACTION 



Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-9, drawn to a device for counting fine particles, classified in class 
359, subclass 398. 

II. Claims 10-12, drawn to a method of manufacturing a device for counting 
fine particles by a process comprising forming a mold, etching and pouring 
plastics , classified in class 264, subclass 155. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as product and process of making. The inventions 
are distinct if either or both of the following can be shown: (1 ) that the process as 
claimed can be used to make another and materially different product or (2) that the 
product as claimed can be made by another and materially different process (MPEP § 
806.05(f)). In the instant case the process as claimed can be used to make materially 
different products such as tubular plastic products or containers with holes. 

3. The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and the product claims are 
subsequently found allowable, withdrawn process claims that depend from or otherwise 
require all the limitations of the allowable product claim will be considered for rejoinder. 
All claims directed to a nonelected process invention must require all the limitations of 
an allowable product claim for that process invention to be rejoined. 
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In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1 .104. Thus, to 
be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S.C. 101, 102, 103 and 112. Until all claims to the elected product 
are found allowable, an otherwise proper restriction requirement between product 
claims and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowable product claim will not be rejoined. See MPEP 
§ 821 .04(b). Additionally, in order to retain the right to rejoinder in accordance with the 
above policy, applicant is advised that the process claims should be amended during 
prosecution to require the limitations of the product claims. Failure to do so may result 
in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement 
is withdrawn by the examiner before the patent issues. See MPEP § 804.01 . 
4. During a telephone conversation with Roger Browdy on 10/08/2008 a provisional 
election was made with traverse to prosecute the invention of Group I, claims 1-9. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 10-12 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 
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Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over R.S. 
Hillman et al., U.S. Patent 4,963,498 (herein after Hillman) in view of O. Risch, U.S. 
Patent 1,693,961 (herein after Risch). 

For Claim 1, Hillman teaches a microfluidic device for determining red-blood-cell count 
(col 1, lines 28-37) comprising a three-layered device with three chambers, including a 
receiving chamber (fill chamber of predetermined height) and inlet port (col 19, lines 38- 
49) (injecting hole for sample containing particles). Hillman does not teach a fine lattice 
pattern on the lower substrate. Such lattice or grid patterns are known in the art of 
devices for visual inspection and counting of cells or particles in liquid samples; Risch 
teaches a hemocytometer for counting blood cells, the glass body of which is provided 
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with rulings or gratings (p. 1,^4; Fig. 1). It would have been obvious to one of ordinary 
skill in the art to include the gratings (lattice) of Risch in the metering and inspection 
device of Hillman in order to provide the well known advantage of such gratings for 
counting cells or particles by visual inspection. 

For Claim 2, Hillman teaches exit and intermediate vents in communication with the 
receiving chamber (fill chamber) (col 19, lines 62-64) (for discharging sample or an air 
bubble). 

For Claims 3-4, Hillman teaches bonding of the layers of the device with use of 
ultrasonic welding or solvent bonding (col 15, lines 8-11) (to form an integrated device). 
For Claim 5, Hillman teaches a device in the region of the fill chamber comprising 2 mils 
or greater in height (ca. 58 microns) (col 15, lines 50-52), within the dimension of the 
instant claim. 

For Claims 6-7, Hillman teaches reaction chambers with comprising transparent walls of 
the light guide (col 12, lines 58-67) (upper and lower substrates). Hillman and Risch do 
not teach the lattice pattern in a predetermined place of the area in which the fill 
chamber is formed. It would have been obvious to one of ordinary skill in the art to place 
the lattice pattern at a predetermined location accessible to the fill chamber in order to 
make use of the fill chamber as a visual indicator of the position of the lattice, the fine 
markings of which may otherwise be difficult to locate in a method of counting involving 
microscopy. 

For Claim 8, Hillman teaches the layers (upper and lower substrates) of the device 
comprise plastic (col 14, lines 42-57) (upper and lower surface is made of plastic). 
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For Claim 9, Hillman teaches devices suitable for use in red-blood-cell counting (col 1, 
lines 35-37; col 17, lines 41-48). 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. J.M. Blatt et al., U.S. Patent 4,761 ,381 . 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TIMOTHY G. KINGAN whose telephone number is 
(571)270-3720. The examiner can normally be reached on Monday-Friday, 8:30 A.M. 
to 5:00 P.M., E.S.T.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571 272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Jill Warden/ 

Supervisory Patent Examiner, Art Unit 1797 



